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A.  Introduction/Infringement Actions in Intellectual Property Infringement Matters 
 
(1)  Copyright 

 
The Copyright Act expressly grants to the owner of the copyright the exclusive right 

to exploit in enumerated ways the copyrighted work to the public. 17 U.S.C. §106 (3).  Any 
violation of these rights is an infringement of the copyright, 17 U.S.C. §501, even if the 
defendants have acted in good faith.  CBS Inc. v. Scorpio Music Distributors, Inc., 569 F, 
Supp. 47, 48 and n.5, 49 (E.D. Pa. 1983), aff’d, 738 F.2d 421 (3d Cir. 1984); Shapiro, 
Bernstein & Co. v. B.L. Green Co., 316 F.2d 304, 307 (2d Cir. 1963). 
 

A prima facie case of copyright infringement is established by (1) plaintiff’s 
ownership of a valid copyright; and (2) copying by defendants or other unauthorized use of 
plaintiff’s exclusive rights in the material covered by the copyright. Sid & Marty Krofft 
Television Productions, Inc. v. Appalachian Corp., 562 F.2d 1157, 1164 (9th Cir. 1977); 
Original Appalachian Artworks, Inc. v. The Toy Loft, Inc., 684 F.2d 821, 824 (11th Cir. 
1982); 3 Nimmer On Copyright §13.01 (1985). 
 

(2)  Trademark or Trade Name Infringement 
 

A prima facie case for trademark infringement is established by a showing that (1) the 
mark is owned by or associated with a particular plaintiff and (2) that the defendant’s use of 
the mark is likely to cause confusion or mistake among the public. See, Jockey Club, Inc. v. 
Jockey Club of Las Vegas, 595 F.2d 1167 (9th Cir. 1979). 
 

All that is required is “likelihood” of confusion, mistake or deception; it is not 
necessary to prove that any person actually has been mistaken, confused or deceived. New 
West Corp. v. NYM Co. of California, Inc., 595 F.2d 1194, 1201-02 (9th Cir. 1979); Bank of 
America Corp. v. Bamieh, 188 U.S.P.Q. 380, 382 (N.D. Cal. 1975). 
 

Among the factors which bear on the issue of likelihood of confusion are the 
relationship between the goods of the plaintiff and the defendant and the area of their 
concurrent sale, the extent to which the plaintiff's marks and the alleged infringing marks are 
similar, and the evidence of bad faith or intention on the part of defendants in selecting and 
using the infringing marks. Chopra v. Kapur, 185 U.S.P.Q. 195 (N. D. Cal. 1974); also see, 
AMF Inc. v. Sleekcraft Boats, 599 F.2d 341 (9th Cir. 1979); In re E. I. Du Pont de Nemours 
& Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973).   
 

(3)  False Designation of Origin 
 
(4)  Joinder of Claims and Pre-emption 
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B.  Choice of Venue Considerations 
 

(1)  Federal Court Exclusive Jurisdiction 
 
(2)  Choice of District and Single Judge Assignment System 

 
(3)  Related Case Rules and Issues 
 
(4)  Local Rules and Courtroom Rules: Know your Judge 
 

C.  Preliminary Investigation 
 

(1)  Rule 11 Considerations 
 

(2)  Practical Considerations 
 

(3)  Chain of Evidence and Documenting Infringement 
 

(4)  Evidence of Chain of Title to Copyright 
 

The certificates of registration are prima facie evidence of the validity of the 
copyrights. 17 U.S.C. §410(c); Apple Computer, Inc. v. Formula International, Inc., 725 
F.2d 521 (9th Cir. 1984). 
 

(5)  Evidence of Entitlement to Enforcement of Name or Mark 
 

An incontestable registration under 15 U.S.C. §1115(b), is “conclusive evidence 
of the registrant’s exclusive right to the use of the registered mark in commerce.” Even 
unregistered marks may be protected and the subject of litigation to enforce superior 
rights. Superior use is proven by length of time in use and geographic region of use. 
 

(6)  Necessity for Sealing/Secrecy Order 
 

D.  Planning of Case Schedule in Seizure Actions 
 

(1)  Organization of Declarations and Pleadings 
 
(2)  Lining up Broker to Issue Bond 

 
(3)  Preparation of Pleadings re: Sealing Order 
 
(4)  Review of Local Rules on Ex Parte Applications 
 

E.  Application for Ex Parte Sealing Order and Issuance of Ex Parte Temporary 
Restraining Order, Order to Show Cause re Preliminary Injunction and Seizure 
Order 

  
 (1) Ex Parte Application for Sealing/Secrecy Order 
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(2)  Memorandum of Points and Authorities in Support of Ex Parte 

Application for Sealing/Secrecy Order 
 
 (3) Declaration in Support of Sealing/Secrecy Order 
 
 (4) Sealing/Secrecy Order 
 

(5)  Verified Complaint 
 

(a)  Demand for Jury Trial 
 
(b)  Considerations on Waiving Jury Trial 
 

(6)  Summons, Civil Cover Sheet, Other Initial Filing Requirements 
 
(7)  Memorandum of Points and Authorities 
 
(8)  Supporting Declarations 
 
(9)  Approaching the Court 
 

(a)  Local Rules Prohibiting Issuance of Ex Parte Applications and 
Good Cause for Issuance 

 
(b)  Letter Application 

 
(c)  Hearings on Ex Parte Applications 
 

F.  Consideration of Temporary Restraining Order and Seizure Order 
 

(1)  Preparedness for Court’s Questions 
 
(2)  Trademark Actions--Notice to U.S. Attorney 
 
(3)  Form of Order 
 
(4)  Legal Basis for Issuance of Temporary Restraining Order 

 
A temporary restraining order is appropriate in the case of unauthorized use of 

copyrighted material. See, Walt Disney Productions v. Air Pirates, 345 F. Supp. 108, 110 
(N.D. Cal. 1972), aff’d in part, rev’d in part, 581 F.2d 751 (9th Cir. 1978), cert. denied, 
439 U.S. 1132 (1979). The Copyright Act expressly provides the authority to grant 
temporary and final injunctions. 17 U.S.C. §502(a). Similar authority exists in trademark 
cases. 15 U.S.C. §1116.  
 

Plaintiff is entitled to an order with respect to all of its copyrighted works even if the 
investigation only revealed infringement of a selection. See, Encyclopedia Britannica 
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Educational Corp. v. Crooks, 542 F. Supp. 1156, 1187-88, and n.23 (W.D.N.Y. 1982) 
(enjoining infringement of all of plaintiff’s copyrighted works).  

 
In In re Vuitton et Fils S.A., 606 F.2d 1, 4 (2d Cir. 1979), the Court mandated the 

entry of an ex parte temporary restraining order, without notice, in a case involving 
counterfeit goods.  The Court noted that: 

 
…[the] likelihood of product confusion exists. The allegedly 
counterfeit Vuitton merchandise is virtually identical to the 
genuine items. Indeed, the very purpose of the individuals 
marketing the cheaper items is to confuse the public into 
believing that it is buying the true article. 
 

Similarly, in Vuitton et Fils S.A. v. Crown Handbags, 492 F. Supp. 1071, 1076 
(S.D.N.Y. 1979), aff’d, 622 F.2d 577 (2d Cir. 1980), the Court noted that:  

 
[o]ffering for sale a combination of products and trademark 
which exactly mimics that of plaintiff [results] in the type of 
confusion and deception which the Lanham Act was designed 
to prevent. 
 

See also Playboy Enterprises, Inc. v. Baccarat Clothing Co., Inc., 692 F.2d 1272 (9th 
Cir. 1982); Ross-Whitney Corp. v. Smith Kline and French Labs, 207 F.2d 190, 194 (9th Cir. 
1953) (holding injunction against infringement proper if there exists the possibility that the 
plaintiff may make out a case upon the merits). 

 
(6)  Legal Basis for Issuance of Seizure Order Ex Parte 
 
Seizure is expressly authorized under both the Copyright Act, 17 U.S.C. §503, and 

the Lanham Act, as amended by the Trademark Counterfeiting Act of 1984, 15 U.S.C. §1116.  
 
In In re Vuitton et Fils S.A., 606 F.2d 1, 4 (2d Cir. 1979), the court upheld the 

propriety of dispensing with notice in actions involving counterfeiting. The court granted a 
mandamus petition to a trademark owner and ordered the District Court to consider the grant 
of a temporary restraining order without prior notice to the defendants. 

 
Assuming that all of the other requirements of Rule 65 are 
met, the rule by its very terms allows for the issuance of an ex 
parte temporary restraining order when (1) the failure to issue 
it would result in ‘immediate and irreparable injury, loss, or 
damage’ and (2) the applicant sufficiently demonstrates the 
reason that notice ‘should not be required.’ In a trademark 
infringement case such as this, a substantial likelihood of 
confusion constitutes, in and of itself, irreparable injury 
sufficient to satisfy the requirement of Rule 65(b) (1).  Here, 
we believe that such a likelihood of product confusion exists. 
The allegedly counterfeit Vuitton merchandise is virtually 
identical to the genuine items. Indeed, the very purpose of the 
individuals marketing the cheaper items is to confuse the 
buying public into believing it is buying the true article.  
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We also believe that Vuitton has demonstrated sufficiently 
why notice should not be required in a case such as this one. 
If notice is required, that notice all too often appears to serve 
only to render fruitless further prosecution of the action. This 
is precisely contrary to the normal and intended role of 
“notice,” and it is surely not what the authors of the rule either 
anticipated or intended.  

 
Section 503(a) of the Copyright Act provides specific authority in copyright 

infringement actions for an order impounding the infringing “copies” in the possession of 
defendants: 
 

At any time while an action under this title is pending, the 
court may order the impounding, on such terms as it may 
deem reasonable, of all copies of phonorecords claimed to 
have been made or used in violation of the copyright owner’s 
exclusive rights, and of all plates, molds, matrices, masters, 
tapes, film negatives, or other articles by means of which such 
copies or phonorecords may be produced.  17 U.S.C. §503 (a). 

 
Impounding of infringing goods secures the remedy provided for in 17 U.S.C. 

§503(b) of destruction of the goods at the termination of the action. Matter of Vuitton et Fils, 
supra, 606 F.2d at 4-5; Jewelers’ Circular Publishing v. Keystone Publishing, 274 F. 932 
(S.D.N.U. 1921), aff’d, 281 F. 83 (2d Cir.) cert. denied, 259 U.S. 581 (1922).  Impoundment 
procedures under the Copyright Act are constitutional under the first, fourth and fifth 
amendments. Bally Midway Mdg. Co. v. Mazzilli, Civ. 822490 (E.D.N.Y. 1982); Dealer 
Advertising Development, Inc. v. Barbara Allan Financial Advertising, Inc., 197 U.S.P.Q. 
611, 614 (W.D. Mich. 1977). 
 

Congress enacted the Trademark Counterfeiting Act of 1984 (The “Counterfeiting 
Act”), which amended the Lanham Trademark Act (15 U.S.C. §1116(d)) specifically to 
authorize ex parte orders directing the seizure and impoundment of counterfeit merchandise 
and business records relating thereto. 

 
The Counterfeiting Act imposes certain conditions upon the issuance of an ex parte 

seizure order, 15 U.S.C. §1116(d) (4) (B). The Court must find a comparative necessity for 
the issuance of an ex parte seizure order. The Court must determine whether equity favors the 
issuance of the ex parte seizure order. The Court must also give consideration to protecting 
defendants’ procedural rights. 
 

(7)  Alternatives If Court Refuses To Issue Order Ex Parte 
 

(a)  Temporary Restraining Order With Order of Inspection and 
Photographing of Inventory 

 
(b)  Expedited Discovery, i.e. Request for Production and Inspection At 

The Time of Service 
 

(8)  Bond 
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(a)  Must set a Bond 
 
(b)  Minimal Bond 
 
(c)  Declaration in Support of Bond Amount 
 

(9)  Organizing the Seizure 
  

(a)  USM-285 and Instructions 
 
(b)  Management of the Seizure, Overzealous Marshals or Litigants 

 
(c)  Relations with Defendants and Promotion of Settlement 

 
(d)  Business Records and Special Problems 

 
(e)  Inventory of Goods, Storage, Fees and proof to the Court 
 
(f) Declarations of Service and Further Declarations in Support of 

Application for Preliminary Injunction 
 
G. Preliminary Injunction 

 
Issuance of a preliminary injunction against copyright and trademark infringement is 

proper. Walt Disney Productions v. Air Pirates, 345 F. Supp. 108 (N.D. Cal. 1972), aff’d in 
part, rev’d in part, 581 F.2d 751 (9th Cir. 1978), cert. denied, 439 U.S. 1132 (1979); Ross-
Whitney Corp. v. Smith Kline & French Laboratories, 207 F.2d 190 (9th Cir. 1953); Dallas 
Cowboys Cheerleaders. Inc. v. Scoreboard Posters, Inc., 600 F.2d 1184, 1187 (5th Cir. 
1979). 

 
A plaintiff in a copyright or trademark infringement action is entitled to a preliminary 

injunction upon demonstrating either (1) a likelihood of success on the merits and the 
possibility of irreparable harm, or (2) the existence of serious questions going to the merits 
and the balance of hardships tipping in its favor. Apple Computer, Inc. v. Formula 
International, Inc., 725 F.2d 521, 523 (9th Cir. 1984); Inglis & Sons Baking Co. v. ITT 
Continental Baking Co., 526 F.2d 86 (9th Cir. 1975). 

 
Once a copyright owner demonstrates a prima facie showing of infringement, a 

preliminary injunction should issue, even in the absence of further proof of irreparable injury. 
A showing of a reasonable likelihood of success on the merits of a copyright infringement 
claim raises a presumption of irreparable harm.  Apple Computer, Inc. v. Formula 
International, Inc., supra, 725 F.2d at 525; See also, Rice v. American Program Bureau, 446 
F.2d 685, 588 (2d Cir. 1971); Walt Disney Productions v. Air Pirates, supra, 345 F. Supp. at 
110.  In a number of cases involving the enforcement of the Copyright Act, it has been held 
that upon the showing of a prima facie case of copyright infringement a copyright holder is 
entitled to a preliminary injunction without a detailed showing of irreparable harm.  A 
copyright holder in the ordinary case may be presumed to suffer irreparable harm when his 
right to the exclusive use of the copyrighted material is invaded.  American Metropolitan 
Enterprises of New York v. Warner Bros. Records, Inc., 389 F.2d 903, 905 (2d Cir. 1968); 
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See also, Orange Micro, Inc. v. Pacific Blue Micro, 223 U.S.P.Q. 4, 5 (C.D. Cal. 1983); 
Universal City Studios, Inc. v. Film Ventures International, Inc., 543 F. Supp, 1134, 1139 
(C.D. Cal. 1982); Thought Factory, Inc. v. Idea Factory, Inc., 203 U.S.P.Q. 331, 335 (C.D. 
Cal. 1978). 
 

The copyright holder (plaintiff) may argue that continued infringement will confuse 
and mislead consumers as to the source of unauthorized goods and that such confusion 
necessarily will damage plaintiff and the goodwill of plaintiff in its trademarks and trade 
names.  Additionally, they may argue that money damages for lost reputation are rarely 
adequate and exceedingly difficult to measure in trademark and copyright infringement 
actions. Omega Importing Corp. v. Petri-Kline Camera Co., 451 F.2d 1190, 1195 (2d Cir. 
1971); McLeod v. Hosmer-Dorrance Co., 192 U.S.P.Q. 683, 686 (N.D. Cal. 1976) (granting 
preliminary injunction).   
 

A trademark represents to the world the identity of the source of the goods that bear 
it. Reputation is directly linked to trademarks and trade names. Where a defendant uses the 
trademark of a plaintiff, customers will associate defendants’ goods with plaintiff. When 
reputation is at stake, irreparable injury is almost presumed.  Hills Bros. Coffee, Inc. v. Hills 
Supermarkets, Inc., 428 F.2d 379 (2d Cir. 1970); Consumer Union of U.S., Inc. v. Theodore 
Hamm Brewing Co., 314 F. Supp. 697, 700 (D. Conn. 1970); Franklin Mint, Inc. v. Franklin 
Mint, Ltd., 331 F. Supp. 827, 830 (E.D. Pa. 1971); 2 Nims, The Law of Unfair Competition 
and Trademarks, §366 at 1142 (4th Ed. 1947). 
 
H.  Entry of Preliminary Injunction 
 
I.  Discovery 
 
J.  Settlement and Entry of a Final Judgment and Consent Decree 
 
K.  Damages 
 
L.  Trial 
 
K.  Judgment 
 
L.  Post-Judgment Remedies 
 

(a) Motions for New Trial 
 
(b) Appeal 
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ADDITIONAL MATERIALS 
 

Pleadings and Related Documents: 
 
1. Rule 65 of the Federal Rules of Civil Procedure 
 
2. Temporary Restraining Order and Seizure Order  
 
3. USM Form 285 and Sample Form of Instructions 
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BIOGRAPHY – RICHARD J. IDELL 
 

Richard Idell is a principal and founding member of Idell & Seitel LLP. Idell & 
Seitel LLP is a boutique San Francisco firm engaged in a litigation and transactional civil 
law practice with particular emphasis on legal issues concerning the intersection of the 
entertainment and technology industries. 

 
 Mr. Idell has both a trial and transactional practice and has handled a wide range 
of litigation matters in both State and Federal Court in the last 30 years, involving 
complex business disputes, complex investment banking transactions, including tax 
shelters, copyright, trademark, unfair competition, trade secret, Internet law (including 
Internet trademark and copyright issues, domain name disputes, search engine issues, key 
word and other advertising issues and related matters), real estate matters, construction 
disputes, professional negligence (including complex attorney-client fee disputes, 
attorney malpractice, accountancy malpractice, architectural malpractice and insurance 
broker negligence claims), insurance matters and tort claims. 

 
 Mr. Idell's entertainment litigation practice includes matters concerning licensing, 
copyright, trademark, trade dress, unfair competition, Internet issues and live 
entertainment performance issues including artist agreements, tour agreements, tour joint 
ventures, sponsorship contracts, publicity rights, domain name disputes, force majeure 
cancellations, venue liability for patron claims, insurance, indemnity, ADA compliance, 
venue construction, CEQA matters, land-use and easement issues, numerous insurance 
and real estate matters, including complex commercial lease disputes, purchase and sale 
disputes and tort law.  

 
 Mr. Idell has handled many litigation matters requiring pursuit of provisional 
relief, such as attachments, claim and delivery, temporary restraining orders and 
preliminary injunctions. He has handled dozens of copyright seizure cases utilizing the ex 
parte seizure remedies of Section 503 of the Copyright Act and comparable remedies 
under the Lanham Act.   Mr. Idell's transactional practice primarily involves live 
entertainment issues, music, and film. He is advisor and counsel to numerous 
entertainment and technology endeavors and in particular to firms engaged in 
presentation of live entertainment performances, theatre, music, film, video production 
and audio-visual delivery. 

 
 Mr. Idell has served as an expert witness in a variety of litigation matters 
involving standard of care, copyright issues and reasonableness of attorney billings. He is 
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a frequent lecturer at local and national legal conferences. He is the Sponsorship Chair 
and on the Governing Committee of the American Bar Association Forum on the 
Entertainment and Sports Industries. Mr. Idell is on the Advisory Board of the Bill 
Graham Foundation.  He is also Board President of the California Film Institute, which, 
among other non-profit endeavors, presents the annual prestigious Mill Valley Film 
Festival and operates the Christopher B. Smith Rafael Film Center in San Rafael, 
California (a fully renovated art deco theatre). He is also on the Board of Trips for Kids 
of San Rafael. 

 
 Mr. Idell is a member of the Bar Association of San Francisco (Sports and 
Entertainment Section), the State Bar of California (Intellectual Property Section and 
Business Sections), the International Association of Entertainment Lawyers, the 
American Bar Association Forum on the Entertainment and Sports Industries and the Bay 
Area Gastronomique Entertainment Lawyers Society ("BAGELS"). 

 
 Mr. Idell obtained an A.B. University of California at Berkeley 1970 and his J.D. 
from Golden Gate University School of Law in 1975. He was admitted to the California 
Bar in 1976. He practiced law with the Honorable Judge Carlos Bea of the Ninth Circuit 
from 1977 to 1986, forming the predecessor to the current firm in that year. 
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Bar Association of San Francisco Sports and Entertainment Law Section 
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California Lawyers for the Arts 
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Intellectual Property Institute, “Piracy: Injunctive Relief from the Trenches”, November 
8-10, 2007, Monterey, California 
 
Panelist, 30th Annual Mill Valley Film Festival, “The Future is Now:  New Trends in The 
Specialty Film Market”, October 6, 2007, Mill Valley, California 

 
Panelist, Online Market World 2007, “Innovation and Liability: Managing Risks in the 
Web 2.0 Era”, October 3-5, 2007, San Francisco, California 
 
Panelist, South by Southwest Music Conference, CLE Panel on Entertainment Contract 
Issues, March 19, 2005, Austin, Texas 
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Panelist, Beverly Hills Bar Association, "Entertainment Law Year In Review & Update 
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Moderator, Bar Association of San Francisco, "2001 Annual Licensing Institute", 
September, 2001, San Francisco, California 
 
Panelist, Practicing Law Institute, "Counseling Clients in the Entertainment Industries", 
April, 2001, Los Angeles, California 
 
Panelist, Streaming Media Asia 2001, "Protecting Your Content Against Copyright 
Theft-- Digital Rights Management and Protection of Copyright", May 4, 2001, Hong 
Kong 
 
Panelist, Bar Association of San Francisco, "Breaking into the Sports and Entertainment 
Industries", November, 2000, San Francisco, California 
 
Moderator, ABA Forum on the Entertainment and Sports Law, "Live Entertainment 
Performance Issues", October, 2000, Orlando, Florida 
 
Moderator, ABA Forum on the Entertainment and Sports Law, "The Impact of 
Consolidation in the Concert Industry", October 13, 2000, Orlando, Florida 
 
Panelist, North by Northwest Music Conference (NXNW), "Sex and the Digital 
Millennium Copyright Act", September 21, 2000, Portland, Oregon 
 
Panelist, Emerging Artists and Talent in Music Conference (Eat'M), "Artists and 
Managers", June 6, 2000, Las Vegas, Nevada 
 
Panelist, Practicing Law Institute, "Counseling Clients in the Entertainment Industries", 
April 13, 2000, Los Angeles, California 
 
Panelist, South by Southwest Music Conference 2000: Continuing Legal Education, "The 
Effect of Consolidation on the Concert Industry", March 17, 2000, Austin, Texas 
 
Panelist, South by Southwest Music Conference 2000: Continuing Legal Education, 
"Streaming Media", March 14, 2000, Austin, Texas 
 
Panelist, California Lawyers for the Arts, Music Business Seminar, "Working with Live 
Performance Presenters", September 25, 1999, Oakland, California 
 
Panelist, Emerging Artists and Talent in Music Conference (Eat'M), "Live Performance 
Contracts", May 19, 1999, Las Vegas, Nevada 
 
Panelist, Louisiana Music New Orleans Pride ("LNMOP"), "The End of the World as We 
Know It", April 25-29, 1999, New Orleans, Louisiana 
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